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If you are using a trademark to identify your goods or services, you likely put in 

time and effort into creating a trademark that you think will best identify and market your 

goods and services.  Then, one day you receive a letter demanding that you immediately 

cease and desist from using the trademark because you are alleging infringing on the 

writer’s trademark.  The letter likely states that if you do not, the writer will sue you, 

move for an injunction, and obtain a judgment against you which includes damages and 

attorneys’ fees.   

This article provides you with assistance in analyzing and responding to the letter.  

Often times, the letter contains nothing more than boilerplate language that is sent in 

mass to anyone using a mark that resembles on any level the trademark at issue.  After all, 

the Internet allows people to conduct mass searches for marks identifying goods and 

services and quickly claim that everyone’s mark is infringing theirs.  But, that in and unto 

itself does not constitute trademark infringement.  

//// 

////  

                                                 
1 This article is not intended to offer legal advice.  Nothing contained herein is intended to address any 
specific legal inquiry, nor is it a substitute for independent legal research of original sources or obtaining 
legal advice regarding specific legal situations from a licensed attorney. 
2 Joshua J. Borger is a partner at Gates Eisenhart Dawson. 
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A. Trademark infringement 

A trademark is a limited property right in a particular word, phrase, or symbol.  

The purpose of a trademark is to identify the manufacturer or sponsor of a good or 

service.  As a result, trademark law seeks to prevent an infringer from using the 

trademark to capitalize on the investment of time, money, and resources of his competitor. 

The person alleging trademark infringement bears the burden of proof.  Thus, the 

person receiving the letter should demand that the sender satisfy the same burden.  To 

prevail on a trademark infringement claim, the plaintiff (the sender of the letter) must 

show that: (1) it has a valid, protectable trademark, and that (2) the defendant's use of the 

mark is likely to cause consumer confusion, such as by misleading the public to believe 

that the user is sponsored or approved by the registrant (the person with the registered 

trademark). 

The person sending the letter must first establish that they have a protectable 

interest in the trademark.  This can be done in three ways: (1) the person has a federally 

registered mark in goods or services.  The registration of a mark constitutes prima facie 

evidence of the validity of the registered mark and the registrant's exclusive use of the 

mark on the goods and services specified in the registration; (2) the mark is descriptive 

but has acquired a secondary meaning in the market; or (3) the person has a suggestive 

mark, which is inherently distinctive and protectable.  The terms “secondary meaning” 

and a “suggestive mark” have distinct definitions which are not addressed in this article.   

It is a common misconception that having a federally registered mark prevents 

anyone else from using a similar mark.  Since a trademark is about using a mark to 

identify goods, the law gives rights to the person who uses the mark first even though a 
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later user registers the mark.  In sum, to acquire ownership of a trademark it is not 

enough to have invented the mark first or even to have registered it first; the party 

claiming ownership must have been the first to actually use the mark in the sale of goods 

or services.  When a federal registration exists, the challenger may rebut the presumption 

of ownership with evidence establishing its own prior use of the mark in the areas where 

his rights antedate registration. 

Assuming that the person sending the letter establishes that they have a protectible 

mark and rights over the use of your mark, the sender still needs to establish that there is 

a likelihood of confusion between the use of the two marks.  There are eight factors that 

should be analyzed to make this determination.  

(1) Similarity of the marks 

The first issue is how similar are the two marks.  Similarity of the marks has 

always been considered a critical question in the likelihood-of-confusion analysis.  Three 

principles guide a court in determining whether marks are similar.  First, similarity is best 

adjudged by appearance, sound, and meaning.  Second, the marks must be considered in 

their entirety and as they appear in the marketplace.  Third, similarities are weighed more 

heavily than differences. 

(2) Relatedness or proximity of the two companies' products or services 

The proximity of the goods looks at how related the goods are.  If goods are 

related, the danger is that the public will mistakenly assume there is an association 

between the producers of the related goods, even though no such association exists.  The 

greater the similarity between the products or services, the greater the likelihood of 

confusion 
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(3) Strength of the registered mark 

The more unique the mark, the more protection it is offered.  The strength of the 

mark is evaluated in terms of its conceptual strength and commercial strength.   

Regarding a mark’s conceptual strength, the courts classify a mark along a 

spectrum of five categories ranging from strongest to weakest: arbitrary, fanciful, 

suggestive, descriptive, and generic. Arbitrary and fanciful marks, which employ words 

and phrases with no commonly understood connection to the product, are the two 

strongest categories.  Suggestive marks, which are the next strongest, suggest a product's 

features and require consumers to exercise some imagination to associate the suggestive 

mark with the product.  Descriptive and generic marks, at the other end of the spectrum, 

are the two weakest categories. Descriptive marks define a particular characteristic of the 

product in a way that does not require any imagination.  Generic marks describe the 

product in its entirety and are not entitled to trademark protection.  

Commercial strength is based on actual marketplace recognition. As a result, 

advertising expenditures, which increase marketplace recognition, offer evidence of 

commercial strength and can transform a suggestive mark into a strong mark. 

(4) Marketing channels used 

The next issue is whether the parties use the same or similar marketing channels.  

If so, there is a greater likelihood of confusion because the customers will more likely see 

both products.   

(5) Degree of care likely to be exercised by the purchaser in selecting goods 

Likelihood of confusion is determined on the basis of a reasonably prudent 

consumer.  The “reasonably prudent consumer” is dependent on the circumstances.  A 



5 

 

consumer is presumed to be more discerning and less likely to be confused when he is 

purchasing an expensive item and when the products are marketed to expert buyers.  

Conversely, customers will likely use less care and be more confused when purchasing 

inexpensive products.   

(6) Accused infringers' intent in selecting its mark 

This factor favors the plaintiff where the alleged infringer adopted his mark with 

knowledge, actual or constructive, that it was another's trademark.  When an alleged 

infringer knowingly adopts a mark similar to another's, courts will presume an intent to 

deceive the public. 

(7) Evidence of actual confusion  

This factor requires the plaintiff to address whether there was any actual 

confusion as to the two marks.  The court finds that where there has been confusion in the 

past, there is likely to be confusion in the future.   

(8) Likelihood of expansion in product lines 

This factor weighs in favor of a finding of infringement where there’s a strong 

possibility that either party may expand his business to compete with the other.  

Moreover, when the goods are closely related, any expansion is likely to result in 

direction competition. 

B. Dilution claim 

The letter may also claim that the allegedly infringing mark is diluting their mark.  

Competition between the parties and a likelihood of confusion are not required to present 

a claim for relief for dilution.  Rather, the plaintiff must establish that: (1) its mark is 

famous; (2) the defendant is making commercial use of the mark in commerce; (3) the 
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defendant's use began after the plaintiff's mark became famous; and (4) the defendant's 

use presents a likelihood of dilution of the distinctive value of the mark.  

C. Conclusion 

In conclusion, there are a multitude of things to consider when analyzing a cease 

and desist letter.  The issue is often far more complex than the cease and desist letter 

indicates.  As such, I recommend that you consult an attorney as soon as you receive a 

letter.  The attorneys at Gates Eisenhart Dawson are highly skilled litigators with the 

background necessary to assist you in these matters. 

 


